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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 



- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days wilt be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 



3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-17 is/are pending in the application. 

4a) Of the above claim{s) 15-17 Is/are withdrawn from consideration. 

5) n C!aim(s) is/are allowed. 

6) ^ Claim(s) 1-14 is/are rejected. , 
?)□ Claim(s) is/are objected to. 

8) Q Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 31 July 2003 is/are: a)n accepted or b)S objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) Is objected to. See 37 CFR 1 .121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment Is made of a claim for foreign priority under 35 U.S.C. § 1 19{a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. \Z\ Certified copies of the priority documents have been received In Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Status 



1 )^ Responsive to communication(s) filed on 19 August 2004 . 
2a)n This action is FINAL, 2b)^ This action is non-final. 



Attachment(s) 

1) 3 Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) Q Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 



5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



4) CH Interview Summary (PTO-413) 
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DETAILED ACTION 



Election/Restrictions 

1. Newly submitted claims 1 5-17 are directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: the claims now recite "elongated 
strip constructed of a woven, electrostatic charge retaining material". The originally presented 
invention was directed to a non-woven material. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 15-17 are withdrawn from consideration as being directed to 
a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 



Response to Amendment 

2. The amendment to the claims filed on 8/19/04 does not comply with the requirements of 
37 CFR 1.121(c) because claim 15 is improperly amended. Amendments to the claims filed on 
or after July 30, 2003 must comply with 37 CFR 1.121(c) which states: 

(c) Claims. Amendments to a claim must be made by rewriting the entire claim with all 
changes (eg., additions and deletions) as indicated in this subsection, except when the claim is 
being canceled. Each amendment document that includes a change to an existing claim, 
cancellation of an existing claim or addition of a new claim, must include a complete listing of 
all claims ever presented, including the text of all pending and withdrawn claims, in the 
application. The claim listing, including the text of the claims, in the amendment document will 
serve to replace all prior versions of the claims, in the application. In the claim listing, the status 
of every claim must be indicated after its claim number by using one of the following identifiers 
in a parenthetical expression: (Original), (Currently amended), (Canceled), (Withdrawn), 
(Previously presented), (New), and (Not entered). 
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(1) Claim listing. All of the claims presented in a claim listing shall be presented 
in ascending numerical order. Consecutive claims having the same status of "canceled" or "not 
entered" may be aggregated into one statement {e.g.. Claims 1-5 (canceled)). The claim listing 
shall commence on a separate sheet of the amendment document and the sheet(s) that contain the 
text of any part of the claims shall not contain any other part of the amendment. 

(2) Wlten claim text with markings is required All claims being currently 
amended in an amendment paper shall be presented in the claim listing, indicate a status of 
"currently amended," and be submitted with markings to indicate the changes that have been 
made relative to the immediate prior version of the claims. The text of any added subject matter 
must be shown by underlining the added text. The text of any deleted matter must be shown by 
strike-through except that double brackets placed before and after the deleted characters may be 
used to show deletion of five or fewer consecutive characters. The text of any deleted subject 
matter must be shown by being placed within double brackets if strike-through cannot be easily 
perceived. Only claims having the status of "currently amended," or "withdrawn" if also being 
amended, shall include markings. If a withdrawn claim is currently amended, its status in the 
claim listing may be identified as "withdrawn — currently amended." 

(3) When claim text in clean version is requirecl The text of all pending claims 
not being currently amended shall be presented in the claim listing in clean version, i.e., without 
any markings in the presentation of text. The presentation of a clean version of any claim having 
the status of "original," "withdrawn" or "previously presented" will constitute an assertion that it 
has not been changed relative to the immediate prior version, except to omit markings that may 
have been present in the immediate prior version of the claims of the status of "withdrawn" or 
"previously presented." Any claim added by amendment must be indicated with the status of 
"new" and presented in clean version, /.e, without any underlining. 

(4) When claim text shall not be presented; canceling a claim. 

(i) No claim text shall be presented for any claim in the claim listing with 
the status of "canceled" or "not entered." 

(ii) Cancellation of a claim shall be effected by an instruction to cancel a 
particular claim number. Identifying the status of a claim in the claim listing as "canceled" will 
constitute an instruction to cancel the claim. 

(5) Reinstatement of previously canceled claim. A claim which was previously 
canceled may be reinstated only by adding the claim as a "new" claim with a new claim number. 



Drawings 

3. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the features of claims 10 and 1 1 must 
be shown or the feature(s) canceled from the claim(s). No new matter should be entered. 
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A proposed drawing correction or corrected drawings are required in reply to the Office 
action to avoid abandonment of the appHcation. The objection to the drawings will not be held 
in abeyance. 

Specification 

4. The abstract of the disclosure is objected to because claim terminology such as 
/^comprises" should be avoided. Correction is required. See MPEP § 608.01(b). 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

6. Claims 15-17 are provisionally rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. Claim 15 recites "a woven" in line 2 which is new matter not supported by 
the original disclosure. 
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Claim Rejections - 35 USC §102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (I) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

8. Claims 1, 3, 4-9, 12, and 13 are rejected under 35 U.S.C. 102(b) as anticipated by 
Aalbers (US 2003/0039822 Al) or, in the alternative, under 35 U.S.C. 103(a) as obvious over 
Aalbers in view of Naghi et al. (2001/0005915 Al). 

Aalbers teaches an adhesive roller construction comprising: an elongated strip 12, the 
elongated strip 12 having a backing layer 14 and adhesive layer 16 overlying one side of the 
backing layer 14, the strip having a first end, a second end and two spaced apart sides, the strip 
12 being' would from the first end to the second end into a tubular cylindrical roll, wherein the 
backing layer 14 comprises a compressible foam layer (paragraph [0082], "polypropylene 
backing 14"). It is inherent that polypropylene is a foam as shown by the Azom.com description 
of polypropylene (see the Azom.com document cited in the PTO-892). Alternatively, Naghi et al. 
teach a backing layer 4 made of foam (paragraph [0035]) in a roller. Therefore, it would have 
been obvious to one of ordinary skill in the art, at the time of the invention, to have provided the 
invention of Aalbers with a foam compressible layer, in light of the teachings of Naghi et al., in 
order to provide a suitable compressible material that can conform to the desired shape of the 
surface to be treated. Furthermore, it would have been obvious to one of ordinary skill in the art, 
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at the time of the invention, to have selected the claimed material, since it has been held to be 
within the general skill of a worker in the art to select a known material on the basis of its 
suitability for the intended use as a matter of obvious design choice. In re Leshin, 125 USPQ 
416. See also Bcillas Liquidating Co. v Allied industries of Kansas, Inc. (DC Kans) 205 USPQ 
331. 

Regarding claim 3, Aalbers/Naghi et al. teach the invention cited with the exception of 
the foam layer comprising a closed-cell foam layer. Official notice is taken that it was well 
known in the art, to a person of ordinary skill in the art, to have used a closed-cell foam layer, in 
order to provide a foam material that has the desired compressibility. Furthermore, it would have 
been obvious to one of ordinary skill in the art, at the time of the invention, to have selected the 
claimed material, since it has been held to be within the general skill of a worker in the art to 
select a known material on the basis of its suitability for the intended use as a matter of obvious 
design choice. In reLeshin, 125 USPQ 416. See also Ballas Liquidating Co. v Allied industries 
of Kansas, Inc. (DC Kans) 205 USPQ 331. 

Regarding claim 4, note the release agent 18 in Aalbers. 

Regarding claim 5, Aalbers does not specifically teach that the release agent comprises 
silicone. However, Official notice is taken that it was well known in the art, to a person of 
ordinary skill in the art, to have used a silicone release agent, in order to provide a release layer 
that can easily be separated from the adhesive layer. 

Regarding claims 6-8, see Aalbers at paragraph [0052]. 

Regarding claim 9, note the perforation lines 38 in Aalbers. 
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Regarding claim 12, the backing layer of Aalbers comprises a non-woven electrostatic 
charge retaining material (paragraph [0082] "polypropylene"). 

Regarding claim 13, Aalbers teaches polypropylene instead of polyethylene. At the 
time of the invention, it would have been an obvious matter of design choice to a person of 
ordinary skill in the art, to have used polyethylene because applicant has not disclosed that 
polypropylene provides an advantage, is used for a particular purpose, or solves a stated 
problem. One of ordinary skill in the art, furthermore, would have expected applicant's invention 
to perform equally well with either the polypropylene taught by Aalbers or the claimed 
polyethylene because either type of material perform the same function of providing a 
compressible backing layer equally well. 

Regarding claim 14, it would have been obvious to one of ordinary skill in the art, at the 
time of the invention, to have selected the claimed material, since it has been held to be within 
the general skill of a worker in the art to select a known material on the basis of its suitability for 
the intended use as a matter of obvious design choice. In re Leshin, 125 USPQ 416. See also 
Ballas Liquidating Co. v Allied industries of Kansas, Inc. (DC Kans) 205 USPQ 331. 

9. Claims 15-17 are provisionally rejected under 35 U.S.C. 102(b) as being anticipated by 
either one of Cox et al. (5,878,457). 

Cox et al. teach an adhesive roller construction comprising: an elongated strip 12, the 
elongated strip 12 having a backing layer 14 and adhesive layer 16 overlying one side 18 of the 
backing layer 14, the strip 12 having a first end, a second end and two spaced apart sides (see fig. 
2),the strip 12 being wound from the first end to the second end into a tubular cylindrical roll 10, 
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wherein the backing layer 14 comprises a compressible layer (col. 1, lines 66-67). The backing 
layer 14 comprises a non-woven electrostatic charge retaining material which is polyethylene 
(col. 2, line 29). Regarding claim 17, note the second backing layer 24. 

Claim Rejections - 35 (JSC §103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 1 . Claims 10 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Aalbers in view of Naghi et al. as applied to claim 1 above, and further in view of McKay 
(2002/0144367 Al). 

Aalbers/Naghi et al. teach the invention cited with the exception of having a cut formed 
through the roll, the cut extending through substantially all layers of the strip around the roll and 
the cut terminating short of each side of the strip. 

McKay teaches a cut formed through the roll, the cut extending through substantially all 
layers of the strip around the roll and the cut terminating short of each side of the strip 34. 

It would have been obvious to one of ordinary skill in the art, at the time of the invention, 
to have provided the invention of Aalbers/Naghi et al. with a cut formed through the roll, the cut 
extending through substantially all layers of the strip around the roll and the cut terminating short 
of each side of the strip, in light of the teachings of McKay, in order to maintain the retentative 
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longitudinally continuous integrity of the pressure sensitive adhesive tape roll upon the lint 
remover roller. 

Response to Arguments 

12. Applicant's arguments with respect to claims 1 and 2-17 have been considered but are 
moot in view of the new ground(s) of rejection. 

Contact Information 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc Jimenez whose telephone number is (703) 306-5965. The 
examiner can normally be reached on Monday-Friday between 5:30 a.m.-2:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Vo can be reached on (703) 308-1789. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Marc Jimenez 1 O 
Patent Exarnyj/er 
AU 3726 



MJ 

October 2 1,2004 



